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Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 
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3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 
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Disposition of Claims 

4) IE Claim(s) 1-26 is/are pending in the application. 

4a) Of the above claim(s) 8-11 and 18-22 is/are withdrawn from consideration. 
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DETAILED ACTION 

Election/Restrictions 

1 . Restriction to one of the following inventions is required under 35 U.S.C. 121 : 

I. Claims 1-7, 12-17, and 23-26, drawn to a tire/tire kit, classified in class 
152, subclass 450. 

II. Claims 8-1 land 18-22, drawn to a method of changing a tire, classified in 
class 157, subclass 1.1. 

2. Inventions I and II are related as process of making and product made. The 
inventions are distinct if either or both of the following can be shown: (1 ) that the 
process as claimed can be used to make other and materially different product or (2) 
that the product as claimed can be made by another and materially different process 
(MPEP § 806.05(f)). In the instant case, the tire/tire kit can be used in a materially 
different method, for example one dealing with passenger car tires instead of racing 
vehicles (language of claim 1 is intended use). Additionally, the tire/tire kit having 
indicia does not have to be used in a tire changing method (can be used in mounting 
operation in which no tires are present- e.g. new car). 

3. Because these inventions are distinct for the reasons given above and have 
acquired a separate status in the art as shown by their different classification, restriction 
for examination purposes as indicated is proper. 

4. During a telephone conversation with Timothy Krogh on January 18, 2006 a 
provisional election was made with traverse to prosecute the invention of a tire/tire kit 
claims 1-7,12-17, and 23-26. Affirmation of this election must be made by applicant in 
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replying to this Office action. Claims 8-1 1 and 18-21 are withdrawn from further 
consideration by the examiner, 37 CFR 1 .142(b), as being drawn to a non-elected 
invention. 

Claim Rejections - 35 USC § 102 

5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 

form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or described in a printed 
publication in this or a foreign country, before the invention thereof by the applicant for a patent. 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

6. Claims 1-3 and 5 are rejected under 35 U.S.C. 102(b) as being anticipated by 
McGlashen (US 4,714,099). McGlashen discloses a method of manufacturing tires, 
wherein the tire sidewalls are provided with a directional marking or indicia that is 
consistent with the direction of the cords in the bead reinforcing plies (Column 2, Lines 
45-60). The reference further teaches a method of mounting such tires on a racing car, 
such that it is desired to mount the tires on the vehicle so that the direction marks on the 
tires on one side of the vehicle point in the opposite direction to the direction marks on 
the tires on the other side of the vehicle (Column 3, Lines 15+). In such an instance, 
any pair of tires having opposite directional markings constitutes the tire kit of the 
claimed invention. 

Regarding claims 3 and 5, the directional marking depicted in Figure 1 can be 
viewed as a company logo, ornamental design, or decorative pattern. 
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7. Claims 12-17 and 23-26 are rejected under 35 U.S.C. 102(a) as being 
anticipated by Smith (GB 2,381 ,367). Smith discloses a pneumatic tire construction 
having colored markings that may be used for advertising and/or to provide an 
indication of speed that can seen by spectators (motor racing) (Page 3, Lines 25-30 and 
Page 4, Lines 20-25). 

With respect to claims 13-15 and 24-26, the claims are directed to a tire 
construction having colored markings. In each instance, the claims contain language 
that defines the intended use of the color markings, for example to designate the points 
leader or the rubber compound. It is clearly evident that the tire of Smith has the 
capability of displaying such information. It is emphasized that the tire of Smith is 
configured to display a desired advertisement, which could include any of the claimed 
features (Page 3, Lines 5-15). 

As to claims 16 and 17, Smith teaches that each marking can have any length, 
width, curvature, and orientation (Page 2, Lines 25+). 

Claim Rejections - 35 USC § 103 

8. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

9. Claims 4, 6, and 7 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over McGlashen and further in view of Williams (US 2,985,216). As noted above, 
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McGlashen is directed to a method of including direction markings in the sidewall 
regions of tires in order to provide accurate mounting. While McGlashen is silent to the 
use of color, it is extremely well known to form similar tire sidewall markings with color in 
order to increase the visibility of said marking, as shown for example by Williams 
(Column 1 , Lines 35-65). It is emphasized that the use of color in tire sidewall markings 
is extremely well known and conventional in the tire industry. As such, one of ordinary 
skill in the art at the time of the invention would have found it obvious to form the 
directional markings of McGlashen with color, there being no conclsuive showing of 
unexpected results to establish a criticality for such a construction. It is further noted 
that the particular selection of colors would have been well within the purview of one of 
ordinary skill in the art at the time of the invention. 

Conclusion 

10. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Justin R. Fischer whose telephone number is (571) 

272- 1215. The examiner can normally be reached on M-F (7:30-4:00). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Richard Crispino can be reached on (571) 272-1226. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 

273- 8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 




Justin Fischer 



January 19, 2006 



